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Art Unit: 3672 

DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: MiUing Tool Insert and Method of Use. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1,2,4,13-14,19,21, and 22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Lynde et al. '666. 

I 

Lynde discloses (fig. 17) a cutting insert for a tool for wellbore milling operations 
comprising a body having a milling surface (42S) angled relative to a mounting surface of the 
tool, a base, and sides (42P) substantially perpendicular to the milling surface. 

Referring to claims 2 and 19, Lynde discloses the base (42R) is parallel to the mounting 
surface of the tool. 

Referring to claim 4, Lynde discloses the milling surface form an angle relative to the 
base between 7 and 8 degrees (col. 4, lines 14-17). 

Referring to claim 13, Lynde discloses a method for using a milling insert with a milling 
tool, comprising: attaching a plurality of adjacent milling inserts (42) to a mounting surface of 
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the milling tool, each milling insert having a milling surface (42S) angled relative to a mounting 
surface of the tool and sides (42P) substantially perpendicular to the milling surface; running the 
milling tool into a wellbore to a position adjacent a material for milling (Fig. 1); rotating the 
milling tool, thereby milling the material. 

Referring to claims 14, Lynde discloses the attaching comprises brazing (col. 2, lines 50- 
5 1) the milling inserts. 

Referring to claims 21-22, Lynde discloses a chip breaker for breaking the cuttings to 
limit a length of the cuttings (col. 9, lines 24-28). 

4. Claims 1,2,4,13-15,19,21, and 22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Neff '952. 

Neff discloses (fig. 3) a cutting insert for a tool for wellbore milling operations 
comprising a body (20) having a milling surface (30) angled relative to a mounting surface of 
the tool, a base, and sides substantially perpendicular to the milling surface. 

Referring to claims 2 and 19, Neff discloses the base (42) is parallel to the mounting 
surface of the tool. 

Referring to claim 4, Neff discloses the milling surface form an angle relative to the base 
between 7 and 8 degrees (col. 2, Hnes 51-53). 

Referring to claim 13, Neff discloses a method for using a milling insert with a milling 
tool, comprising: attaching a plurality of adjacent milling inserts (20) to a mounting surface of 
the milling tool, each milling insert having a milling surface (30) angled relative to a mounting 
surface of the tool and sides substantially perpendicular to the milling surface; running the 
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milling tool into a wellbore to a position adjacent a material for milling (Fig. 1); rotating the 
milling tool, thereby milling the material. 

Referring to claims 14-15, Neff discloses the attaching comprises brazing or welding 
(col. 2, lines 9-11) the milling inserts. 

Referring to claims 21-22, Neff discloses a chip breaker for breaking the cuttings to limit 
a length of the cuttings (col. 1, lines 49-59). 

5. Claim 10 is rejected under 35 U.S.C. 102(b) as being anticipated by Brunnert et al. '576. 

Brunnert discloses (figs 19) a cutting insert for a milling tool comprising a body (166) 
having a milling surface, a base and sides at least a spacer (figs 20A at 72 and col.l 1, lines 27- 
32) extending a first distance from portion of the sides and at least a leg (167) extending a 
second distance for the base wherein the first distance is longer than the second distance. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 3,5,6 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lynde et al. '666 in view of Hall '048. 

Referring to claim 3,5 and 20,Lynde discloses the cutting insert as recited in claims 1 and 



13 but does not disclose legs extending from the base. Hall teaches (5a) an insert (180) with legs 
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(182) extending from a first portion and a second portion of the base such that the legs on the 
first portion are longer relative to the legs extending for the second portion. Hall fiirther teaches 
these legs help to properly position the insert (col. 7, lines 14-18). As it would be advantageous 
to properly align the inserts, it would be obvious to one of ordinary skill in the art to modify the 
insert disclosed Lynde to have legs as taught by Hall. 

Referring to claim 6, Lynde, as modified does not disclose the leg extends substantially 
.005 inches. However, it has been held that discovering an optimum value of a result effective 
variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ215 (CCPA 
1980). Therefore it would be obvious to one of ordinary skill in the art to fiirther modify the 
insert disclosed by Lynde to hiave the legs extend .005 inches because discovering an optimum 
value of a result effective variable involves only routine skill in the art. 

8. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lynde et al. 
'666 in view of Brunnert et al. '576. 

Referring to claim 7, Lynde discloses the cutting insert as recited in claim 1 but does not 
disclose a spacer. Brunner teaches (fig. 18a) an insert (161) with a spacer (162). Brunnert 
fiulher teaches these spacer is used properly position the insert (col. 11, lines 15-16). As it would 
be advantageous to properly align the inserts, it would be obvious to one of ordinary skill in the 
art to modify the insert disclosed Lynde to have a spacer as taught by Brunnert. 

Referring to claim 8, Lynde, as modified, does not disclose the spacer extends 
substantially .015 inches. However, it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. In re Boesch , 617 F.2d 272, 205 
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USPQ215 (CCPA 1980). Therefore it would be obvious to one of ordinary skill in the art to 
further modify the insert disclosed by Lynde to have the spacer extend .015 inches because 
discovering an optimum value of a resuh effective variable involves only routine skill in the art. 

9. Claims 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lynde et al. 
'666 in view of Hall '048 and Brunnert et al. '576. 

Referring to claim 9, Lynde discloses the cutting insert as recited in claim 1 but does not 
disclose a spacer or a leg extending from the base. Brunner teaches (fig. 18a) an insert (161) with 
a spacer (162). Brunnert further teaches these spacer is used properly position the insert (col. 11, 
lines 15-16). Hall teaches (5a) an insert (180) with legs (182) extending a base. Hall further 
teaches these legs help to properly position the insert (col. 7, lines 14-18). As it would be 
advantageous to properly align the inserts, it would be obvious to one of ordinary skill in the art 
to modify the insert disclosed Lynde to have a spacer and leg as taught by Brunnert and Hall. 

10. Claims 1 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brunnert et 
al. '576. 

Referring to claims 11-12, Brunner, does not disclose the spacer extends substantially 
.015 inches and the leg extends .005 inches. However, it has been held that discovering an 
optimimi value of a result effective variable involves only routine skill in the art. In re Boesch, 
617 F.2d 272, 205 USPQ215 (CCPA 1980). Therefore it would be obvious to one of ordinary 
skill in the art to modify the insert disclosed by Brunner to have the spacer extend ,015 inches 
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and the legs extend .005 inches because discovering an optimum value of a result effective 
variable involves only routine skill in the art. 

11. Claims 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable Lynde et al. '666 

Referring to claims 16-18, Lynde, does not disclose the milling insert are spaced .005 
inches from the milling tool and .015 inches from adjacent inserts. However, it has been held 
that discovering an optimum value of a result effective variable involves only routine skill in the 
art. In re Boesch , 617 F.2d 272, 205 USPQ215 (CCPA 1980). Therefore it would be obvious to 
one of ordinary skill in the art to modify the insert disclosed by Lynde to have the milling insert 
are spaced .005 inches from the milling tool and .015 inches from adjacent inserts, because 
discovering an optimum value of a result effective variable involves only routine skill in the art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Giovanna M. Collins whose telephone number is 703-306-5707. 
The examiner can normally be reached on 6:30-3 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on 703-308-2151. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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